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RESPONSE TO AMENDMENT 

1. Claims 1, 3-7 and 10-15 are pending in the application, claims 2, 8 and 9 have been 
cancelled in. 

2. Amendments to the claims, filed on May 27, 2009, have been entered in the above- 
identified application. 

REJECTIONS 

3. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Claim Rejections - 35 USC § 103 

4. Claims 1, 3-5, 7, 10, 1 1, 14 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Amimori et al. (U.S. Patent No. 6,559,915) in view of Takahashi et al. (U.S. 
Patent No. 6,265,133). 

Regarding Applicant's claims 1 and 3, Amimori discloses a fingerprint easily 
erasable/removable film (col. 31, lines 17-21). The film (optical film, title) has a matted surface 
represented by an arithmetical mean roughness of 0.05 urn or higher in terms of the arithmetical 
mean roughness R a defined in JIS B0601 (col. 10, line 53 and col. 10, line 63 through col. 11, 
line 20). The matted surface further has a ten point mean surface roughness R z of 0.2 to 2.0 \xm 
(col. 3, line 60). The film as a whole has a haze of 1.5 to 35.0% (col. 10, line 30). 

Amimori fails to disclose that the surface has a wet tension of 25 mN/m or higher. 
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Takahashi teaches a coating which is fingerprint attachment resistant {col. 1, lines 11-16). 
The coating has a wet tension of 25 mN/m or higher {col. 9, lines 43-45). Furthermore, from 
table 2 it can be seen that if the wet tension is below 20 mN/m {comparative examples) the 
coating does not resist fingerprints. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to make Amimori's surface with wet tension of 25 mN/m or higher as disclosed by Takahashi in 
order to make the Amimori's film resistant to fingerprint stains. 

Regarding Applicant's claims 4 and 10, Amimori discloses the film comprises a substrate 
{transparent support, figure 2, reference #1, 41) and a resin layer {hard coat/low refractive 
index, figure 2, reference #2, 42 and #3, 43) provided on the substrate and has the matted surface 
as a surface of the resin layer (figure 2). 

Regarding Applicant's claim 5, the limitation "the resin layer is formed from a coating 
material containing an ionizing radiation curable resin" is a method limitation and does not 
determine the patentability of the product, unless the process produces unexpected results. The 
method of forming the product is not germane to the issue of patentability of the product itself, 
unless Applicant presents evidence from which the Examiner could reasonably conclude that the 
claimed product differs in kind from those of the prior art. MPEP 2113. Furthermore, there does 
not appear to be a difference between the prior art structure and the structure resulting from the 
claimed method because Amimori discloses that the resin layer is curable {col. 28, lines 20-21 
and col. 25, lines 52-53). 

Regarding Applicant's claims 7 and 12, Amimori discloses that the resin layer contains 
silica particles as the matting agent (col. 16, lines 25-26). 
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Regarding Applicant's claims 14 and 15, fails to disclose that the resin of the resin layer 
has a refractive index of 1 .46 to 1 .52. However, where in the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges in refractive index involve 
only routine skill in the art, absence a showing of criticality. MPEP 2144.05 II. 
5. Claims 6, 1 1 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Amimori in view of Takahashi as applied above, and further in view of Hasno et al. (U.S. Patent 
No. 6,716,513). 

Amimori and Takahashi are relied upon as described above. 

Regarding Applicant's claims 6 and 1 1 , Amimori and Takahashi fail to disclose the resin 
layer contains two kinds of matting agents having different average particle diameters. 

Hasno discloses a coating for optical displays {col. 4, lines 23-43). The coating contains 
two kinds of silica particles having different average particle diameters {figure 1 and col. 5, lines 
45-63). The coating is antifogging {col. 4, lines 7-22). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to use two kinds of matting agents having different average particle diameters as taught by 
Hasno in the combination of Amimori and Takahashi in order to impart antifogging. 

Regarding Applicant's claim 13, Amimori discloses that the resin layer contains silica 
particles as the matting agent {col. 16, lines 25-26). 
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ANSWERS TO APPLICANTS ARGUMENTS 

6. Applicant's arguments in the response filed May 27, 2009 regarding the 35 U.S.C. 103(a) 
rejection over Amimori in view of Takahashi of record have been carefully considered but are 
deemed unpersuasive. 

Applicant argues that Amimori teaches a conventional approach to providing a film 
surface from which fingerprints may easily be removed. Applicant further argues that 
fluorocarbon polymers, such as Teflon, are well noted for their very low surface tension. 

First, Applicant has not provided any evidence that Amimori's surface tension is "very 
low" or what constitutes "very low." Attorney argument is not evidence unless it is an 
admission, in which case, an examiner may use the admission in making a rejection. See MPEP 
§ 2129 and § 2144.03 for a discussion of admissions as prior art. The arguments of counsel 
cannot take the place of evidence in the record. See MPEP § 716.01(c) for examples of attorney 
statements which are not evidence and which must be supported by an appropriate affidavit or 
declaration. MPEP 2145 I. Second, one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 
(Fed. Cir. 1986). 

Applicant further argues that Amimori teach away from using the film in Takahashi 
because of the "very low" wet tension of the material disclosed in Amimori. Applicant also 
argues that Takahashi does not teach or suggest any correlation between a high wet tension 
(surface tension) and ease of removal of fingerprints. 
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As stated above Applicant has not provided any evidence that the materials used in 
Amimori have a "very low" wet tension. Also, Applicant has not shown how the use of a higher 
wet tension material in Amimori would alter the invention of Amimori. Furthermore, even if 
Takahashi does not suggest any correlation between a high wet tension (surface tension) and ease 
of removal of fingerprints, the fact remains Takahashi does the having a coating with a wet 
tension of 25 mN/m or higher which make the coating resistant to fingerprint stains. 



Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia Chevalier whose telephone number is (571) 272-1490. 
The examiner can normally be reached on Monday through Friday from 8:00 am to 4:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David R. Sample can be reached on (571) 272-1376. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alicia Chevalier/ 

Primary Examiner, Art Unit 1794 

8/14/2009 



